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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) 13 Responsive to communication(s) filed on 24 March 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [x] Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) 12-19 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1-1 1 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 EH Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Non Final Rejection 

1). Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-11, drawn to an apparatus, classified in class 408, subclass 72. 

II. Claims 12-19, drawn to a process, classified in class 42, subclass 90. 

Inventions II and I are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1 ) the process as claimed can be practiced by 
another materially different apparatus or by hand, or (2) the apparatus as claimed can 
be used to practice another and materially different process. (MPEP § 806.05(e)). In 
this case the apparatus can be used to practice another and materially different process 
such as threading tapping holes in work pieces requiring removal. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for 
examination purposes as indicated is proper. 
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Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 



2). During a telephone conversation with Alan Klein (703-696-81 1 3) on June 23 2004 a 
provisional election was made with traverse to prosecute the invention of group I, claims 
1-11. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 12-19 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 



3). The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4). Claims 1 to 11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hasselmann (U.S. 4,407,086). 

The reference discloses a means for removing a lodged ordnance component (item 55) 
from a weapon (item 1 1 ) that reads on the applicant's claims comprising a tool with a 
threaded tip / starter tap (item 1 7), a holder for the said threaded tip tool / starter tap 
(item 29), a means for screwing / shaking the said damaged ordnance for removal from 
the said weapon (Column 2, lines 10-43), one set screw securing said threaded tip tool / 
starter tap to said holder (item 30), a grip / holder (item 41 ), a spacer bushing (item 45) 
connected to the center of the said grip / handle, a composite shaft arrangement (items 
13, 15) connected to the said holder with one end in contact with the said spacer 
bushing, a knurled slider on the said shaft detail (item 46), relating to claims 2, 9, 11, 
the reference discloses a handle (item 41 ) for actuating / running the said screw-jag tool 
into the said ordnance component, relating to claim 3, the said grip / handle includes a 
bushing detail (item 45), relating to claims 4-5, the reference discloses a holder (item 
30) for the said threaded tip tool / starter tap, relating to claim 6, the reference discloses 
a set screw (item 30), relating to claims 7-8, the reference discloses slider (item 46) in 
contact with the said composite shaft. 

It is noted that a claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from prior art apparatus" if the prior art teaches all the structural limitations of 
the claim. In re Masham. 2 USPQ2d 1647. 
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Claims directed to apparatus must be distinguished from prior art in terms of structure 
rather than functions. In re Danlv. 120 USPQ 528, 531. 

Apparatus claims cover what a device is, not what a device does. Hewlett-Packard Co. 
v. Bausch &Lomb Inc.. 15 USPQ2d 1525, 1528. 

As set forth in MPEP§ 21 15, a recitation in a claim to the material or article worked 
upon, does not serve to limit an apparatus claim. 

5). Claims 1 to 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Harchar 
(U.S. 5,225,614). 

The reference discloses an extraction apparatus for removing an ordnance (item 20) 
from a firearm comprising a screw-jag tool / starter tap (item 24, a means for running 
said screw-jag tool / starter tap into the damaged ordnance (item 18), a means for 
turning / twisting shaking (Column 3, lines 40-52) damaged ordnance loose (refer to 
Merriam - Webster Collegiate Dictionary, 10 th . Edition, defining shaking as involving- 
moving to and fro, or alternating motion), relating to claim 2, the reference discloses a 
lever / handle (item 40), relating to claims 3.-5, the reference discloses a holder / shaft 
(item 18) for said screw-jag tool / starter tap, and a bushing (item 32). 
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6) . Claims 1 to 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Mirles 
(U.S. 5,573,357). 

The reference discloses an apparatus (item 10) for running a tap into a work piece 
comprising a starter tap (item 30), a means for shaking the said apparatus using a 
pneumatic motorized power tool (item 24), relating to claim 2-5, the reference discloses 
a plurality of handles (items 12, 14), a holder (item 32), a shaft axis (item 34), and a 
bushing detail (96) for the said tap. 

7) . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

8) . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Richardson whose telephone number is (703) 305 
0764. The examiner can normally be reached on Monday to Thursday from 7.00 AM to 
4.30 PM. The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Carone, can be reached on (703) 306 4198. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 305 7687. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308 
1113. 

A- ~ - 

John Richardson, PE, 
June 23 2004. 
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